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DETAILED ACTION 

Claim Rejections - 35 USC §102 
The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 35 1(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

Claims 13-33 are rejected under 35 U.S.C. 102(e) as being anticipated by Rosas et al. 
(U.S. Patent 5,975,1 16). Regarding Claim 13, Rosas et al., hereafter "Rosas," shows that it is 
known to have a vent apparatus adapted to be coupled to a vehicle fuel tank, the apparatus 
comprising a valve housing made from a non-weldable plastics material and formed to include a 
cylindrical sleeve defining an interior region, a top wall coupled to the cylindrical sleeve and 
formed to include an aperture and an annular flange defining an annular channel, and a venting 
outlet coupled to the top wall at the aperture and provided to conduct fuel and fuel vapor from 
the interior region of the cylindrical sleeve to another destination outside the valve housing 
(Figure 3, elements 16, 24, 30), a valve positioned to lie within the interior region of the 
cylindrical sleeve and formed to move within the interior region of the cylindrical sleeve to open 
and close the aperture defined by the top wall of the valve housing which leads to the venting 
outlet (Figure 3, element 16), and a tank mount made from a weldable plastics material, coupled 
to the top wall of the valve housing, and formed to include an outer rim adapted to be coupled to 
the fuel tank to support the cylindrical sleeve within the tank, an annular rib formed to be 
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received within the annular channel of the flange of the top wall, and a top wall coupled to and 
positioned to lie between the outer rim and the annular rib, the tank mount being positioned to 
cause the top wall of the tank mount and the top wall of the valve housing to lie in coplanar 
relation with one another (Figure 3, elements 18, 32, 42; Column 3, lines 1-10, 21-27, 34-39). 

Regarding Claim 14, Rosas shows the apparatus as claimed as discussed in the rejection 
of Claim 13 above, including an apparatus wherein the tank mount is ring-shaped and is further 
formed to include an annular interior wall defining an opening formed to receive the top wall of 
the valve housing, and the annular inner rib of the tank mount is coupled to the annular interior 
wall and is formed to extend into the opening (Figures 1 and 3). 

Regarding Claim 15, Rosas shows the apparatus as claimed as discussed in the rejection 
of Claims 13 and 14 above, including an apparatus wherein the interior wall of the tank mount 
includes an upper face and a lower face and the annular inner rib is positioned to lie midway 
between the upper face and the lower face (Figure 3, element 18). 

Regarding Claim 16, Rosas shows the apparatus as claimed as discussed in the rejection 
of Claims 13 and 14 above, including an apparatus wherein the top wall of the tank mount is 
positioned to extend radially outwardly from the interior wall and the outer rim of the tank mount 
is coupled to the top wall of the tank mount, formed to extend radially downwardly from the top 
wall of the tank mount, and formed to include a bottom face adapted to be coupled to the fuel 
tank (Figure 2, elements 14 and 18). 

Regarding Claim 17, Rosas shows the apparatus as claimed as discussed in the rejection 
of Claims 13 and 14 above, including an apparatus wherein the inner rib is formed to define a 
notch and the flange of the valve housing is formed to include a locator tab to be received within 
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the notch in order to prevent rotation between the tank mount and the valve housing (Figure 3, 
elements 16 and 18). 

Regarding Claim 18, Rosas shows the apparatus as claimed as discussed in the rejection 
of Claim 13 above, including an apparatus wherein the venting outlet of the valve housing is 
positioned to lie above the tank mount and the cylindrical sleeve of the valve housing is 
positioned to lie below the tank mount (Figure 2, elements 16, 18, 30). 

Regarding Claim 19, Rosas shows the apparatus as claimed as discussed in the rejection 
of Claim 13 above, including an apparatus wherein the top wall of the tank mount further 
includes a top surface and a bottom surface and the outer rim of the tank mount includes an outer 
surface and an inner surface, and wherein the top surface of the top wall has a length, X, and the 
outer surface of the outer rim has a height, Y, and further wherein X is greater than Y (Figures 2 
and 3). 

Regarding Claim 20, Rosas shows that it is known to have a vent apparatus adapted to be 
coupled to a fuel tank, the apparatus comprising a valve housing formed to include a cylindrical 
sleeve defining an interior region, a top wall coupled to the cylindrical sleeve and formed to 
include an aperture and an annular flange defining an annular channel, and a venting outlet 
coupled to the top wall at the aperture in order to conduct fuel and fuel vapor from the interior 
region of the cylindrical sleeve to another destination outside the valve housing (Figure 3, 
elements 16, 24, 30), a valve positioned to lie within the interior region of the cylindrical sleeve 
and formed to move within the interior region of the cylindrical sleeve to open and close the 
aperture defined by the top wall of the valve housing (Figure 3, element 16, 30), and a tank 
mount coupled to the top wall of the valve housing and formed to include an outer rim adapted to 
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be coupled to the fuel tank to support the cylindrical sleeve within a mounting aperture of the 
tank and an annular rib formed to be received within the annular channel of the flange, and 
wherein the valve housing is includes a locator tab coupled to the annular flange and the annular 
rib includes a notch formed to receive the locator tab of the valve housing in order to prevent 
rotation between the valve housing and the tank mount ^Figure 3, elements 18, 32, 42). 

Regarding Claim 21, Rosas shows the apparatus as claimed as discussed in the rejection 
of Claim 20 above, including an apparatus wherein the tank mount includes a top wall and the 
venting outlet of the valve housing is positioned to lie above the top wall of the tank mount and 
the cylindrical sleeve of the valve housing is positioned to lie below the top wall of the tank 
mount (Figure 2, elements 16, 18, 30). 

Regarding Claim 22, Rosas shows the apparatus as claimed as discussed in the rejection 
of Claims 20 and 21 above, including an apparatus wherein the tank mount further includes an 
interior wall defining an opening for receiving the top wall of the valve housing therein and the 
inner rib of the tank mount is coupled to the interior wall and positioned to extend into the 
opening of the tank mount, and wherein the tank mount further includes a top wall positioned to 
extend radially outwardly from the interior wall, and the outer rim is coupled to the top wall and 
is positioned to extend radially downwardly from the top wall (Figure 2, elements 14, 16, 18; 
Figure 3, elements 16, 18). 

Regarding Claim 23, Rosas shows the apparatus as claimed as discussed in the rejection 
of Claims 20 and 21 above, including an apparatus wherein the valve housing is made from a 
non-weldable plastics material and the tank mount is made from a weldable plastics material and 
the inner lib of the tank mount is received within the channel of the flange of the top wall of the 
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valve housing to cause the tank mount to be mechanically coupled to the valve housing (Figure 
3, elements 16, 18; Column 3, lines 1-10). 

Regarding Claim 24, Rosas shows that it is known to have a vent apparatus adapted to be 
coupled to a fuel tank, the apparatus comprising a valve housing made from a non-weldable 
plastics material and formed to include a cylindrical sleeve defining an interior region, a top wall 
coupled to the cylindrical sleeve and formed to include an aperture and an annular flange having 
an interior opening forming a channel adapted to face the fuel tank, and a venting outlet coupled 
to the top wall at the aperture and provided to conduct fuel and fuel vapor from the interior 
region of the cylindrical sleeve to another destination outside the valve housing (Figure 3, 
element 16, 24, 30), a valve positioned to lie within the interior region of the cylindrical sleeve 
and formed to move within the interior region of the cylindrical sleeve to open and close the 
aperture defined by the top wall of the valve housing which leads to the venting outlet (Figure 3, 
elements 16, 30), and a tank mount made from a weldable plastics material and formed to be 
received within the channel of the flange of the top wall of the valve housing to cause the flange 
to completely surround the tank mount, the tank mount having a bottom surface adapted to be 
weldably coupled to the fuel tank in order to support the valve housing within a mounting 
aperture formed in the fuel tank (Figure 3, element 18; Column 3, lines 1-10, 21-27, 34-39). 
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Regarding Claim 25, Rosas shows the apparatus as claimed as discussed in the rejection 
of Claim 24 above, including an apparatus wherein the tank mount forms a T-shaped cross 
section and the channel of the flange of the valve housing is similarly formed to define a T- 
shaped cross-section (Figure 2, element 18). 

Regarding Claim 26, Rosas shows the apparatus as claimed as discussed in the rejection 
of Claims 24 and 25 above, including an apparatus wherein the tank mount includes a horizontal 
portion and a vertical portion coupled to the horizontal portion at a first end and adapted to be 
weldably coupled to the fuel tank at a second end defining the bottom surface (Figure 3, element 
18). 

Regarding Claim 27, Rosas shows the apparatus as claimed as discussed in the rejection 
of Claims 24 and 25 above, including an apparatus wherein the tank mount is further formed to 
define a notch and the flange of the valve housing includes a locator tab formed to be received 
within the notch of the tank mount in order to prevent rotation between the tank mount and the 
valve housing (Figure 1, element 40). 

Regarding Claim 28, Rosas shows the apparatus as claimed as discussed in the rejection 
of Claim 24 above, including an apparatus wherein the annular flange of the valve housing is 
formed to include a top wall coupled to the top wall of the valve housing, opposite side walls 
positioned to lie in spaced-apart relation to each other, and a tab portion coupled to each side 
wall in order to define the T-shaped channel (Figure 3, element 16). 

Regarding Claim 29, Rosas shows that it is known to have a vent apparatus adapted to be 
coupled to a fuel tank, the apparatus comprising a valve housing made from a non-weldable 
plastics material and formed to include a cylindrical sleeve defining an interior region, a top wall 
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coupled to the cylindrical sleeve and formed to include an aperture and an annular flange having 
an interior opening forming a channel adapted to face the fuel tank, and a venting outlet coupled 
to the top wall at the aperture and provided to conduct fuel and fuel vapor from the interior 
region of the cylindrical sleeve to another destination outside the valve housing (Figure 3, 
elements 16, 24, 30), a valve positioned to lie within the interior region of the cylindrical sleeve 
and formed to move within the interior region of the cylindrical sleeve to open and close the 
aperture defined by the top wall of the valve housing which leads to the venting outlet (Figure 3, 
elements 16, 30), and a tank mount made from a weldable plastics material, formed to include a 
T-shaped portion formed to be received within the channel of the flange of the top wall of the 
valve housing to cause the flange to completely surround the T-shaped portion and a base portion 
coupled to the T-shaped portion and adapted to be weldably coupled to the fuel tank in order to 
support the valve housing within a mounting aperture of the fuel tank (Figure 3, element 18; 
Column 3, lines 1-10, 21-27, 34-39). 

Regarding Claim 30, Rosas shows the apparatus as claimed as discussed in the rejection 
of Claim 29 above, including an apparatus wherein the flange of the valve housing is formed to 
include a locator tab and the T-shaped portion of the tank mount is formed to define a notch 
formed to receive the locator tab therein to prevent rotation of the tank mount relative to the 
valve housing (Figure 1, element 40). 

Regarding Claim 31, Rosas shows the apparatus as claimed as discussed in the rejection 
of Claim 29 above, including an apparatus wherein the T-shaped portion is formed to include a 
horizontal portion and a vertical portion coupled to the horizontal portion at a first end and 
coupled to the base portion at a second end, and the base portion is formed to include a top 
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surface coupled to the vertical portion, an interior surface, and exterior surface, and a bottom 
surface adapted to be coupled to the fuel tank (Figure 1, element 18; Figure 3, element 18). 

Regarding Claim 32, Rosas shows the apparatus as claimed as discussed in the rejection 
of Claims 29 and 31 above, including an apparatus wherein the flange is formed to include an 
outer side wall and the outer side wall is positioned to lie in coplanar relation with the exterior 
surface of the base portion of the tank mount (Figure 2, elements 14, 18). 

Regarding Claim 33, Rosas shows the apparatus as claimed as discussed in the rejection 
of Claims 29 and 3 1 above, including an apparatus wherein the annular flange of the valve 
housing is formed to include a top wall coupled to the top wall of the valve housing, opposite 
side walls positioned to lie in spaced-apart relation to each other, and a tab portion coupled to 
each side wall in order to define the T-shaped channel (Figure 3, element 14). 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1-12 and 34 are rejected under 35 U.S.C. 103(a) as being unpatentable over Hyde 
et al. (U.S. Patent 5,139,043). Regarding Claim 1, Hyde et al., hereafter "Hyde," show that it is 
known to carry out a method of forming a vent apparatus adapted to be coupled to a fuel tank, 
the method comprising the steps of providing a tank mount made of a weldable plastics material 
and adapted to be welded to an exterior surface of a fuel tank and injecting a non-weldable 
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plastics material into a valve housing mold cavity containing the tank mount to overmold the 
tank mount with the non-weldable plastics material to produce a valve housing having a venting 
outlet arranged to communicate with a valve chamber formed in the valve housing and arranged 
to extend above the tank mount (Column 8, lines 15-59). Although Hyde forms the non- 
weldable portion of the vent apparatus prior to the weldable portion, the selection of any order of 
performing process steps is prima facie obvious in the absence of new or unexpected results. In 
reBurhans, 154 R2d 690, 69 USPQ 330 (CCPA 1946). 

Regarding Claim 2, Hyde shows the process as claimed as discussed in the rejection of 
Claim 1 above, including a method wherein the providing step includes the steps of forming a 
tank mount mold to include an tabular tank mount mold cavity having an L-shaped cross section 
and injecting a weldable plastics material into the annular tank mount mold cavity to produce a 
ling-shaped tank mount having an L-shaped cross section (Column 2, lines 5-1 1), meeting 
applicant's claim. 

Regarding Claim 3, Hyde shows the process as claimed as discussed in the rejection of 
Claims 1 and 2 above, including a method wherein the ling-shaped tank mount includes an 
annular foot including a downwardly facing bottom surface adapted to be welded to an exterior 
surface of a fuel tank to support the valve housing in an aperture formed in the fuel tank and an 
annular arm coupled to the annular foot and arranged to extend radially inwardly and include an 
inner rib and the step of injecting a non-weldable plastics material into a valve housing mold 
cavity includes the steps of forming a valve housing mold to include an inner rib encapsulation 
portion surrounding the inner rib and filling the inner rib encapsulation portion with non- 
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weldable plastics material to encapsulate the inner rib to mechanically couple the valve housing 
to the ring-shaped tank mount (Figure 4, elements 62, 63), meeting applicant's claim. 

Regarding Claim 4, Hyde shows the process as claimed as discussed in the rejection of 
Claim 1 above, including a method wherein the providing step includes the steps of forming a 
tank mount mold to include an annular tank mount mold cavity having specific cross section and 
injecting a weldable plastics material into the annular tank mount mold cavity to produce a ring- 
shaped tank mount having a specific cross section. Although Hyde does not exclusively show a 
T-shaped cross section, it would have been prima facie obvious to one of ordinary skill in the art 
at the time the invention was made to change the shape of the molded article when there is no 
evidence that the change of shape will result in new or unexpected results (In re Dailey et al, 
149 USPQ 47). 

Regarding Claim 5, Hyde shows the process as claimed as discussed in the rejection of 
Claims 1 and 4 above, including a method wherein the step of injecting a non-weldable plastics 
material into a valve housing mold cavity includes the steps of forming a valve housing mold to 
include an annular tank mount encapsulation portion surrounding all but a downwardly facing 
bottom surface of a foot of the ring-shaped tank mount having a T-shaped cross section 
contained in the valve housing mold and filling the annular tank mount encapsulation portion 
with the non-weldable plastics material to encapsulate the ring-shaped tank mount to 
mechanically couple the valve housing to the ring-shaped tank mount yet expose the 
downwardly facing bottom surface of the foot of the ring-shaped tank mount to adapt the tank 
mount to be welded to an exterior surface of a fuel tank to support the valve housing in an 
aperture formed in the fuel tank (Figure 4, elements 62 and 63), meeting applicant's claim. 
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Regarding Claim 6, Hyde shows the process as claimed as discussed in the rejection of 
Claim 1 above, including a method wherein the providing step includes the steps of forming a 
tank mount mold to include an annular tank mount mold cavity having specific cross section and 
injecting a weldable plastics material into the annular tank mount mold cavity to produce a ring- 
shaped tank mount having a specific cross section. Although Hyde does not exclusively show a 
T-shaped cross section, it would have been prima facie obvious to one of ordinary skill in the art 
at the time the invention was made to change the shape of the molded article when there is no 
evidence that the change of shape will result in new or unexpected results (In re Dailey et al, 
149 USPQ 47). 

Regarding Claim 7, Hyde shows the process as claimed as discussed in the rejection of 
Claims 1 and 6 above, including a method wherein the step of injecting a non-weldable plastics 
material into a valve housing mold cavity includes the steps of forming a valve housing mold to 
include an encapsulation portion surrounding an annular upper portion of the ring-shaped tank 
mount, the annular upper portion having a certain cross section, and a foot portion defining an 
annular lower portion of the ring-shaped tank mount coupled to the annular upper portion and 
positioned to lie below the encapsulation portion, filling the encapsulation portion with non- 
weldable plastics material to mechanically couple the valve housing to the ring-shaped tank 
mount, and filling the foot portion with non-weldable plastics material to produce the ring- 
shaped tank mount having a certain cross section and to provide a downwardly facing bottom 
surface on the annular lower portion of the ring-shaped tank mount that is adapted to be welded 
to an exterior surface of a fuel tank to support the valve housing in an aperture formed in the fuel 
tank (Figure 4, elements 62, 63). 
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Regarding Claim 8, Hyde shows that it is known to carry out a method of forming a vent 
apparatus adapted to be coupled to a vehicle fuel tank, the method comprising the steps of 

providing a weldable tank mount formed to include an inner rim and to define a passageway and 
a plastic injection mold including an upper mold portion and a lower mold portion such that the 
upper and lower mold portions are movable between an open position adapted to receive the 
weldable tank mount and a closed position adapted to retain the weldable tank mount therein 
(Figure 4), moving the upper and lower mold portions to the opened position, placing the 
weldable tank mount within one of the upper and lower mold portions of the mold cavity, 
moving the upper and lower mold portions to the closed position to retain the weldable tank 
mount within the mold cavity, filling the upper and lower mold portions with a non-weldable 
liquid plastics material to form a fuel systems valve component around the weldable tank mount 
such that the fuel systems valve component is formed to include a channel and the inner rim of 
the weldable tank mount is received within the channel so that the weldable tank mount is 
mechanically coupled to the fuel systems valve component to produce an apparatus adapted to be 
coupled to a fuel tank, cooling the liquid plastics material to establish a mechanical bond 
between the weldable tank mount and the fuel systems valve component, moving the upper and 
lower mold portions to the opened position, and removing the apparatus from the cavity (Column 
8, lines 15-59; Figure 4). Although Hyde forms the non-weldable portion of the vent apparatus 
prior to the weldable portion, the selection of any order of performing process steps is prima 
facie obvious in the absence of new or unexpected results. In re Burhans, 1 54 F.2d 690, 69 
USPQ 330 (CCPA 1946). 
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Regarding Claim 9, Hyde shows the process as claimed as discussed in the rejection of 
Claim 8 above, including a method wherein the lower mold portion is formed to define a sleeve- 
forming cavity and the upper mold portion is formed to define a top wall- forming cavity and an 
outlet-forming cavity (Column 4, lines 8-23). 

Regarding Claim 10, Hyde shows the process as claimed as discussed in the rejection of 
Claims 8 and 9 above, including a method wherein providing the plastic injection mold further 
includes the step of providing a passageway defined by the lower mold portion and formed to 
receive liquid plastics material so that the liquid plastics material is injected into the sleeve- 
forming cavity first, the top wall-forming cavity second, and the outlet-forming cavity third 
(Column 4, lines 8-23; Column 8, lines 15-59). 

Regarding Claim 1 1, Hyde shows that it is known to carry out a method of forming vent 
apparatus adapted to be coupled to a fuel tank, the method comprising the steps of providing a 
tank mount formed from a weldable plastics material and formed to include a body having a 
certain cross-section and also providing a plastic injection mold formed to include an upper mold 
portion and a lower mold portion, the upper and lower mold portions being movable between an 
opened position adapted to receive the tank mount and a closed position adapted to retain the 
tank mount therein, moving the upper and lower mold portions to the opened position, placing 
the tank mount within one of the upper mold portion and the lower mold portion of the plastic 
injection mold, moving the upper and lower mold portions to the closed position to retain the 
tank mount within the plastic injection mold, filling the upper and lower mold portions with a 
non-weldable liquid plastics material to form a valve housing around the tank mount formed to 
define a top wall having an annular flange defining a shaped channel formed to receive the tank 
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mount therein to cause the tank mount to be mechanically coupled to the valve housing, cooling 
the liquid plastics material to establish a mechanical bond between the tank mount and the fuel 
systems valve component, moving the upper and lower mold portions to the opened position, and 
removing a unit including the valve housing and tank mount from the plastic injection mold (; 
Figure 4; Column 4, lines 8-23; Column 8, lines 15-59). Although Hyde forms the non-weldable 
portion of the vent apparatus prior to the weldable portion, the selection of any order of 
performing process steps is prima facie obvious in the absence of new or unexpected results. In 
re Burhans, 154 F.2d 690, 69 USPQ 330 (CCPA 1946). Furthermore, although Hyde does not 
exclusively show a T-shaped cross section, it would have been prima facie obvious to one of 
ordinary skill in the art at the time the invention was made to change the shape of the molded 
article when there is no evidence that the change of shape will result in new or unexpected 
results {In re Dailey et al 9 149 USPQ 47). 

Regarding Claim 12, Hyde shows that it is known to carry out a method of forming a vent 
apparatus adapted to be coupled to a fuel tank, the method comprising the steps of providing a 
tank mount having a shaped cross-section and formed from a weldable plastics material and 
formed to include a body having a shaped upper portion and a base portion coupled to the shaped 
upper portion and also providing a plastic injection mold formed to include an upper mold 
portion and a lower mold portion wherein the upper and lower mold portions are movable 
between an opened position adapted to receive the tank mount and a closed position adapted to 
retain the tank mount therein, moving the upper and lower mold portions to the opened position, 
placing the tank mount within one of the upper mold portion and the lower mold portion of the 
plastic injection mold, moving the upper and lower mold portions to the closed position to retain 



Application/Control Number: 1 0/009,787 Page 1 6 

Art Unit: 1732 

the tank mount within the plastic injection mold, filling the upper and lower mold portions with a 
non-weldable liquid plastics material to form a valve housing around the tank mount formed to 
define a top wall having an annular flange defining a shaped channel formed to receive the 
shaped portion of the tank mount therein to cause the tank mount to be mechanically coupled to 
the valve housing, cooling the liquid plastics material to establish a mechanical bond between the 
tank mount and the fuel systems valve component, moving the upper and lower mold portions to 
the opened position, and removing the valve housing and tank mount combination from the 
plastic injection mold (Figure 4; Column 4, lines 8-23; Column 8, lines 15-59). Although Hyde 
forms the non-weldable portion of the vent apparatus prior to the weldable portion, the selection 
of any order of performing process steps is prima facie obvious in the absence of new or 
unexpected results. In re Burhans, 154 F.2d 690, 69 USPQ 330 (CCPA 1946). Furthermore, 
although Hyde does not exclusively show a T-shaped cross section, it would have been prima 
facie obvious to one of ordinary skill in the art at the time the invention was made to change the 
shape of the molded article when there is no evidence that the change of shape will result in new 
or unexpected results {In re Dailey et al. y 149 USPQ 47). 

Regarding Claim 34, Hyde shows that it is known to carry out a method of forming a vent 
apparatus adapted to be coupled to a fuel tank, the method comprising the steps of providing a 
tank mount formed from a weldable plastics material and formed to include a body having an 
shaped cross-section and also providing a plastic injection mold formed to include an upper mold 
portion and a lower mold portion, the upper and lower mold portions being movable between an 
opened position adapted to receive the tank mount and a closed position adapted to retain the 
tank mount therein, moving the upper and lower mold portions to the opened position, placing 
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the tank mount within one of the upper mold portion and the lower mold portion of the plastic 
injection mold, moving the upper and lower mold portions to the closed position to retain the 
tank mount within the plastic injection mold, filling the upper and lower mold portions with a 
non-weldable liquid plastics material to form a valve housing around the tank mount formed to 
define a top wall having an annular flange defining an shaped channel formed to receive the tank 
mount therein to cause the tank mount to be mechanically coupled to the valve housing, cooling 
the liquid plastics material to establish a mechanical bond between the tank mount and the fuel 
systems valve component, moving the upper and lower mold portions to the opened position, and 
removing a unit including the valve housing and tank mount from the plastic injection mold 
(Figure 4; Column 4, lines 8-23; Column 8, lines 15-59). Although Hyde forms the non- 
weldable portion of the vent apparatus prior to the weldable portion, the selection of any order of 
performing process steps is prima facie obvious in the absence of new or unexpected results. In 
re Burhans, 154 R2d 690, 69 USPQ 330 (CCPA 1946). Furthermore, although Hyde does not 
exclusively show a T-shaped cross section, it would have been prima facie obvious to one of 
ordinary skill in the art at the time the invention was made to change the shape of the molded 
article when there is no evidence that the change of shape will result in new or unexpected 
results (In re Dailey et al, 149 USPQ 47). 

Double Patenting 

A rejection based on double patenting of the "same invention" type finds its support in 
the language of 35 U.S.C. 101 which states that "whoever invents or discovers any new and 
useful process ... may obtain a patent therefor ..." (Emphasis added). Thus, the term "same 
invention," in this context, means an invention drawn to identical subject matter. See Miller v. 
Eagle Mfg. Co., 151 U.S. 186 (1894); In re Ockert, 245 R2d 467, 114 USPQ 330 (CCPA 1957); 
and In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970). 
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A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in scope. The 
filing of a terminal disclaimer cannot overcome a double patenting rejection based upon 35 
U.S.C. 101. 

Claims 8-12 are rejected under 35 U.S.C. 101 as claiming the same invention as that of 
claims 4-8 of prior U.S. Patent No. 6,488,877. This is a double patenting rejection. 

The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d438, 164 USPQ 619 (CCPA 
1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1 , 1 994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 
CFR 3.73(b). 

Claims 1-7 and 34 are rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claims 1-3 of U.S. Patent No. 6,488,877. Although 
the conflicting claims are not identical, they are not patentably distinct from each other because 
the instant application's claims contain the same basic subject matter but are merely more brief 
than those of the '877 patent. 



Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. The following patents are cited to further show the state of the art with regard to the 
manufacture of tank vent apparatuses: 
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U.S. Patent 4,323,529 to Roberts et al. 
U.S. Patent 6,003,499 to Devall et al. 
U.S. Patent 6,189,567 to Foltz 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Monica A Fontaine whose telephone number is 571-272-1 198. 
The examiner can normally be reached on Monday-Friday 8:30am-5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mike Colaianni can be reached on 571-272-1 196. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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